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Art Unit: 3753 

This office action is responsive to amendment filed 03/09/2006. 
Claims 3-20 are pending. 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 4-6 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
DE 75 13 261. 

The document DE '261 (see the translation enclosed) discloses a discharging 
valve assembly for a reciprocating compressor comprising: 

A discharge cover (4) coupled with a front frame (1) (it is noted that the limitation 
"so as to cover a cylinder in which a piston is inserted" is functional in nature and also 
the limitation is considered to be inherent to the disclosure of DE '261 as it pertains to a 
reciprocating compressor); 

A discharging valve (2) is inserted in the discharging cover; An unbalancedly and 
elastically supporting means comprising a spring (3) that is supported on one side by a 
sloping surface of a sloping (angle of the sloping surface a) inner side surface of the 
discharging cover and its other side being connected to the discharging valve (2). A side 
of the spring with greater elastic stiffness (page 5 of the translation, lines 5 - 7) is 
positioned at a sloping surface side (near (5) in Fig. 1) having the nearest distance to 
the contact surface of the cylinder (near (1)) and the side of the spring with lesser 
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elastic stiffness is positioned at a sloping surface having the furthest distance from the 
contact surface of the cylinder. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 3, 8, 12, 13, 14 - 16, 19 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over DE 75 13 261. 

Regarding claims 3 and 13, it is noted that DE'261 document discloses a sloping 
surface for the cover, but does not explicitly state the sloping angle other than stating 
that it is small (page 4, last line - page 5, first line of the translation). The document 
DE'261 clearly discloses that it is the sloping surface that provides the unbalanced force 
on the valve member resulting in the low noise operation. To provide a specific angle 
such as greater than 4 degrees does not alter the functioning principle of the low noise 
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operation. Thus, the limitation, sloping angle of the sloping surface of the discharging 
cover is more than four degrees is considered to be a design expedient over those 
features disclosed in DE'261 in that it neither provides any new and/or unexpected 
result nor solves any stated problem. 

Regarding claim 12, it is noted that providing a sloping surface on the 
discharging valve as opposed to having it on the cover, is a mere reversal of parts and 
the courts have generally held that reversal of parts is an expedient that is obvious to 
one of ordinary skill in the art. In re Gazda, 219 F.2d 449, 104 USPQ 400 (CCPA 
1955). In the instant case, such a reversal would not change the operation of the DE 
'261 device since the spring force on the valve member (2) would still remain 
unbalanced as before and thus the functional equivalence of the two arrangements 
would allow one of ordinary skill in the art at the time the invention was made to use 
either arrangement. 

6. Claims 7, 11, 17, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DE 75 13 261 as applied to claims 4-6 and 10 above, and further in 
view of Lee et al. (US 2002/0 150488A1). 

The document DE '261 discloses the claimed invention with the exception of 
explicitly disclosing a rotation prevention protrusion disposed on the sloping surface. 

Lee et al. discloses (Figs, 11 A, B for example) a protrusion disposed on the 
inner surface of the cover for the purpose of securing the spring so as to prevent 
rotation. 



Application/Control Number: 10/697,887 Page 5 

Art Unit: 3753 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided in DE '261 a protrusion disposed on the inner 
surface of the cover for the purpose of securing the spring so as to prevent rotation as 
evident from Lee et aL 

Also, in Lee et al., the discharging hole is located on one side of the discharging 
cover for the purpose of obtaining a desired flow therethrough since placement of the 
discharge hole at a specific location on the cover would dictate the flow path from the 
inlet. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided in DE '261 a discharging hole on side of the cover 
for the purpose of achieving a desired flow therethrough as evident from Lee et al. 

Regarding claims 1 1 and 20, it is noted that the Lee et al. discloses (Figs. 7 - 8B) 
a conical spring (105) for the purpose of preventing a part of the spring from impacting 
the next part during compression (Col. 2, paragraph [0024], lines 13 - 15). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have provided in DE '261 a conical spring for the purpose of preventing a part of the 
spring from impacting the next part during compression, as recognized by Lee et al. 

Response to Arguments 

Applicant's arguments filed 03/09/2006 have been fully considered but they are 
not persuasive. Applicant's argument concerning the characterization of Figs. 1 - 4 as 
Admitted Prior Art (APA) has been noted and is deemed unpersuasive since both the 
specification and the Figures label the matter therein as 'conventional' which is taken to 
mean conforming to established practice or accepted standards or customary 
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(Webster's II New Riverside University Dictionary). Additionally, Lee et al. does disclose 
the discharging hole is formed on one side of the discharging cover, thereby 
establishing this claimed feature as known in Prior Art. However applicant's argument 
concerning the APA issue has been rendered moot by the new grounds of rejection set 
forth above. As regards the applicant's argument concerning the motivation of reversal 
of parts in regard to providing a sloping valve surface, it is noted that the motivation 
comes from the recognition of functional equivalence of the two arrangements. As 
regards claims 15 and 16, it is noted that with a sloped valve surface the spring stiffness 
is different on the two sides of the spring with the surface whose distance from the 
compression plane of the discharging valve is smaller would have the smaller elastic 
stiffness and the other side would have the large stiffness. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramesh Krishnamurthy whose telephone number is 
(571) 272 - 4914. The examiner can normally be reached on Monday - Friday from 
10:00 AM to 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Keasel, can be reached on (571) 272 - 4929. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273 - 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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